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REMARKS 

The Office Action mailed February 13, 2006, has been received and reviewed. Claims 
1-78 are currently pending in the application, of which claims 12 and 15-23 are currently 
under examination. Claims 1-11, 13, 14, and 24-78 have been withdrawn from consideration 
as being drawn to a non-elected invention or species. Claims 1-11 and 24-78 are canceled 
herein without prejudice or disclaimer to the filing of one or more divisional applications that 
include same. Claims 12 and 15-23 stand rejected. Applicants have amended claims 12, 17, 
18, 20, and 22, canceled claims 15, 16, 19, and 21, and respectfully request reconsideration of 
the application as amended herein. 

Information Disclosure Statement 

Applicants note the filing of an Information Disclosure Statement on October 14, 
2003, and note that no copy of the PTO-1449 was returned with the outstanding Office 
Action. Applicants respectfully request that the information cited on the PTO-1449 be made 
of record herein. 

Notice of References Cited 

Applicants note the inclusion of Form PTO-892, Notice of References Cited, with the 
outstanding Office Action. Applicants note that U.S. Publication No. 2005/007451 1 Al to 
Oriakhi et al ("Oriakhi '51 1") has been relied upon under 35 U.S.C. 102(e) to reject claims 
12, 15, and 18-23 (see page 9). However, Oriakhi '511 has not been made of record. It is 
res pectfully re quested that Oriakhi '51 1 be made of record and that an_additional Form PTO- 
892 be issued to the undersigned attorney. 

35 U.S.C. § 112 Claim Rejections 

Claims 12 and 15-23 stand rejected under 35 U.S.C. § 1 12, first paragraph, as 
containing subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the time the 
application was filed, had possession of the claimed invention. Applicants have amended 
claim 12 to recite the subject matter of claims 15, 16, 19, and 21, and respectfully request that 
the rejection be withdrawn. 
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Claims 12 and 15-23 stand rejected under 35 U.S.C. § 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicants regard as the invention. Applicants have amended claim 12 to recite the subject 
matter of claims 15, 16, 19, and 21, and respectfully request that the rejection be withdrawn. 

Double Patenting Rejections 

Claims 12, 14-16, and 19-23 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-49 of U.S. Patent 
Application No. 10/648,122 (U.S. Publication No. 2005/0049739 to Kramer et al 
("Kramer"). Since claim 14 has been withdrawn from consideration, Applicants treat this 
rejection as applying to claims 12, 15, 16, and 19-23. Applicants respectfully traverse this 
rejection. 

Nothing in claims 1-49 of Kramer renders obvious the powder system recited in 
claims 12, 15, 16, and 19-23. Specifically, the claims of Kramer do not teach or suggest a 
powder system that consists essentially of the polymer(s) recited in claim 12. 

Claims 12 and 15-2 [sic] stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-25 of U.S. Patent 
Application No. 10/650,571 (U.S. Publication No. 2005/0046067 to Oriakhi et al ("Oriakhi 
'067")). Applicants assume that the rejection of claims "15-2" is a typographical error and 
treat the instant rejection as applying to claims 12 and 15-23. If this assumption is incorrect, 
Applicants request further clarification of the rejection. Applicants respectfully traverse this 
rejection. 

Nothing in claims 1-25 of Oriakhi '067 renders obvious the powder system recited in 
claims 12 and 15-23. Specifically, the claims of Oriakhi '067 do not teach or suggest a 
powder system that consists essentially of the polymer(s) recited in claim 12. 

Claims 12 and 15-18 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-41 of U.S. Patent 
Application No. 10/339,824 (U.S. Publication No. 2005/0161544 to Kasperchik 
("Kasperchik"). Applicants respectfully traverse this rejection. 

Nothing in claims 1-41 of Kasperchik renders obvious the powder system recited in 
claims 12 and 15-18. Specifically, the claims of Kasperchik do not teach or suggest a powder 
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system that consists essentially of the polymer(s) recited in claim 12. 

Claims 12, 15, 16, and 1 8-23 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-30 of U.S. Patent 
Application No. 10/678,564 (Oriakhi '511). Applicants respectfully traverse this rejection. 

Nothing in claims 1-30 of Oriakhi '511 renders obvious the powder system recited in 
claims 12, 15, 16, and 18-23. Specifically, the claims of Oriakhi '51 1 do not teach or suggest 
a powder system that consists essentially of the polymer(s) recited in claim 12. 

Claims 12, 15, 16, and 18-23 stand rejected under the judicially created doctrine of 
obviousness-type double patenting as being unpatentable over claims 1-80 of U.S. Patent 
Application No. 10/434,313 (U.S. Publication No. 2005/0224173 to Boyd et al ("Boyd"). 
Applicants respectfully traverse this rejection. 

Nothing in claims 1-80 of Boyd renders obvious the powder system recited in claims 
12, 15, 16, and 18-23. Specifically, the claims of Boyd do not teach or suggest a powder 
system that consists essentially of the polymer(s) recited in claim 12. 

35 U.S.C. § 102 Anticipation Rejections 

Anticipation Rejection Based on Kramer 

Claims 12, 14-16, and 19-23 stand rejected under 35 U.S.C. § 102(e) as being 
anticipated by Kramer. Since claim 14 has been withdrawn from consideration, Applicants 
treat the instant rejection as applying to claims 12, 15, 16, and 19-23. Applicants respectfully 
traverse this rejection, as hereinafter set forth. 

_Applicants respectfully submit that Kramer is not properly considered prior art under 
35 U.S.C. § 102(e) because the inventive entity of Kramer is the same as that of the instant 
application. For a reference to be prior art under 35 U.S.C. § 102(e), "the inventive entity of 
the application must be different than that of the reference." M.P.E.P. § 706.02(a). Since 
Kramer and the instant application have the same inventors (Kramer, Kasperchik, Boyd, and 
Lambright), the inventive entity of the instant application is the same as that of Kramer. As 
such, Kramer is not prior art to the instant invention. 

Anticipation Rejection Based on Oriakhi '067 

Claims 12 and 15-23 stand rejected under 35 U.S.C. § 102(e) as being anticipated by 
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Oriakhi '067. Applicants respectfully traverse this rejection, as hereinafter set forth. 

A claim is anticipated only if each and every element as set forth in the claim is found, 
either expressly or inherently described, in a single prior art reference. Verdegaal Brothers v. 
Union Oil Co. of California, 2 U.S.P.Q.2d 1051, 1053 (Fed. Cir. 1987). The identical 
invention must be shown in as complete detail as is contained in the claim. Richardson v. 
Suzuki Motor Co., 9 U.S.P.Q.2d 1913, 1920 (Fed. Cir. 1989). 

Oriakhi '067 discloses an inorganic phosphate cement composition. Oriakhi '067 at 
paragraph [0025]. Inorganic phosphate particulates are present in the composition at 20-100 
wt%. Id. The composition also includes other particulates, such as polymer particulates. Id. 
at paragraph [0026]. 

Oriakhi '067 does not expressly or inherently describe each and every element of 
claim 12 because Oriakhi '067 does not disclose a composition that consists essentially of the 
polymer(s) recited in claim 12. Since the inorganic phosphate cement composition of Oriakhi 
'067 includes 20-100 wt% of the inorganic phosphate particulates, other components, such as 
the polymer particulates, make up 0-80 wt% of the composition. As such, the composition of 
Oriakhi '067 necessarily does not consist essentially of the recited polymer(s). 

Since Oriakhi '067 does not expressly or inherently describe each and every element 
of claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15-23 are allowable, inter alia, as depending from an allowable 
base claim. 

Anticipation Rejection Based on Kasperchik 

Claims 12 and 15-18 stand rejected under 35 U.S.C. § 102(e) as being anticipated by 
Kasperchik. Applicants respectfully traverse this rejection, as hereinafter set forth. 

Kasperchik discloses a powder mixture that includes low-density particles, a cationic 
polyelectrolyte component, an anionic polyelectrolyte component, and a polar solvent-based 
binder. Kasperchik at paragraphs [0014] and [0016]. The low density particles are porous 
silica, metal oxides, ceramics, hollow glass spheres, hollow silicon particles, hollow metal 
spheres, aerogel, or closed pore metal sponges and are present in the powder mixture at 40- 
99.9 wt%. Id. at paragraph [0023]. The cationic polyelectrolyte component and the anionic 
polyelectrolyte component are each present in the powder mixture at 0.5-50 wt%. Id. at 
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paragraph [0023]. 

Kasperchik does not expressly or inherently describe each and every element of claim 
12 because Kasperchik does not disclose a composition that consists essentially of the 
polymer(s) recited in claim 12. Since the powder mixture of Kasperchik includes 40-99.9 
wt% of the low density particles and 0.5-50 wt% of each of the cationic polyelectrolyte 
component and the anionic polyelectrolyte component, this mixture does not consist 
essentially of the recited polymer(s). 

Since Kasperchik does not expressly or inherently describe each and every element of 
claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15-18 are allowable, inter alia, as depending from an allowable 
base claim. 

Anticipation Rejection Based on Oriakhi '51 1 

Claims 12, 15, 15 [sic], and 18-23 stand rejected under 35 U.S.C. § 102(e) as being 
anticipated by Oriakhi '511. Applicants respectfully traverse this rejection, as hereinafter set 
forth. The body of the instant Office Action twice refers to claim 15 as being rejected. 
Applicants assume that the second instance of "15" is a typographical error and treat the 
instant rejection as applying to claims 12, 15, 16, and 18-23. 

Oriakhi '511 discloses a system and method of freeform fabrication. Oriakhi '511 at 
the Abstract. The system includes a build material having a liquid modifier and UV 
photopolymers, epoxies, acrylates, orurethanes. Id. at paragraph [0014]. Nanofiller 
particulates are dispersed in the build material. Id. at paragraph [0017]. The nanofiller 
particulates include inorganic nanoparticulates, organic-inorganic hybrid nanocomposites, or 
curable liquid crystals. Id. The nanofiller particulates are present in the build material at 0.1- 
20 wt%. Id. at paragraph [0025]. Oriakhi '51 1 is silent regarding the amounts of the UV 
photopolymers, epoxies, acrylates, or urethanes present in the build material. 

Oriakhi '511 does not expressly or inherently describe each and every element of 
claim 12 because Oriakhi '511 does not disclose a composition that consists essentially of the 
polymer(s) recited in claim 12. While the build material of Oriakhi '511 includes UV 
photopolymers, epoxies, acrylates, or urethanes, Since Oriakhi '511 does not disclose the 
amounts of UV photopolymers, epoxies, acrylates, or urethanes that are present in its build 
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material, Oriakhi '511 does not expressly or inherently describe a composition that consists 
essentially of the recited polymer(s). The build material also includes nano filler particulates 
and, therefore, necessarily does not consist essentially of the polymer(s) recited in claim 12. 

Since Oriakhi '511 does not expressly or inherently describe each and every element 
of claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15, 16, and 18-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Anticipation Rejection Based on Boyd 

Claims 12, 15, 16, and 18-23 stand rejected under 35 U.S.C. § 102(e) as being 
anticipated by Boyd. Applicants respectfully traverse this rejection, as hereinafter set forth. 

Boyd discloses a material used in fabricating three-dimensional objects. Boyd '173 at 
the Abstract. The material includes thermoplastic particles, a water-soluble polymer matrix, 
and a surfactant system. Id. at paragraph [0021]. 

Boyd does not expressly or inherently describe each and every element of claim 12 
because Boyd does not disclose a composition that consists essentially of the polymer(s) 
recited in claim 12. Since the material of Boyd includes thermoplastic particles, the water- 
soluble polymer matrix, and the surfactant system, the material of Boyd does not consist 
essentially of the recited polymer(s). 

Since Boyd does not expressly or inherently describe each and every element of claim 
12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15, 16, and 18-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Anticipation Rejection Based on U.S. Publication No. 2002/0125592 to Schulman et al 
Claims 12, 15, 16, and 18-23 stand rejected under 35 U.S.C. § 102(e) as being 

anticipated by U.S. Publication No. 2002/0125592 to Schulman et al ("Schulman"). 

Applicants respectfully traverse this rejection, as hereinafter set forth. 

Schulman discloses a method of three-dimensional printing by depositing layers of 

powder and printing a binder into selected areas of the powder layers. Schulman at paragraph 

[0010]. To form a composite material, the powder layers include a polymeric matrix with 
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particulate or fiber filled components. Id. at paragraph [0024]. The polymer matrix includes 
polyamides, polyesters, polyolefins, polyimides, polyarylates, polyurethanes, vinyl esters, 
epoxy-based materials, styrenes, styrene acrylonitriles, ABS polymers, polysulfones, 
polyacetals, polycarbonates, or polyphenylene sulfides as the polymer in addition to 
polymerization initiators, polymerization accelerators, ultraviolet light absorbers, anti- 
oxidants, or other additives. Id. at paragraphs [0024]-[0026]. In a particle-filled composite, 
the particulates are inorganic materials and are present at 65-85 wt%. Id. at paragraphs 
[0028]-[0029]. The fibers in a fiber-filled composite are ceramic, glass, carbon, graphite, 
polyaramid, or other fibers or whiskers. Id. at paragraph [003 1]. 

Schulman does not expressly or inherently describe each and every element of claim 
12 because Schulman does not disclose a composition that consists essentially of the 
polymer(s) recited in claim 12. Since the powder layers of Schulman include a polymeric 
matrix and particulates or fibers, Schulman does not consist essentially of the polymer(s) 
recited in claim 12. 

Since Schulman does not expressly or inherently describe each and every element of 
claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15, 16, and 18-23 are allowable, inter alia, as depending from an 
allowable base claim. 

35 U.S.C. § 102/103 Rejections 

Anticipation Rejection or. in the alternative* Obviousness Rejection Based on U.S. Patent No. 
51)30,394 to Sietses et al or U.S. Patent No. 6,340.720 to Lin et al 

Claims 12 and 19-23 stand rejected under 35 U.S.C. § 102(b) as being anticipated by 
or, in the alternative, under 35 U.S.C. § 103(a) as being obvious over U.S. Patent No. 
5,030,394 to Sietses et al ("Sietses") or U.S. Patent No. 6,340,720 to Lin et al ("Lin"). 
Applicants respectfully traverse these rejections, as hereinafter set forth. 

Anticipation Rejection Based on Sietses 

Sietses discloses a powder coating that includes polyvinylidene fluoride, a 
thermoplastic resin, and a pigment. Sietses at column 1 , lines 61 -68. The weight ratio of 
thermoplastic resimpolyvinylidene fluoride is from 80:20 to 40:60. Id. at column 2, line 66 
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through column 3, line 3. Sietses discloses that the presence of the pigment is essential to the 
properties of the powder coating. Id. at column 3, lines 30-3 1 . 

Sietes does not expressly or inherently describe each and every element of claim 12 
because Sietes does not disclose a composition that consists essentially of the polymer(s) 
recited in claim 12. Since the powder coating of Sietes includes polyvinylidene fluoride, the 
thermoplastic resin, and the pigment, Sietes does not consist essentially of the polymer(s) 
recited in claim 12. 

Since Sietes does not expressly or inherently describe each and every element of claim 
12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 19-23 are allowable, inter alia, as depending from an allowable 
base claim. 

Obviousness Rejection Based on Sietses 

The teachings of Sietes are as described above. 

M.P.E.P. 706.02(j) sets forth the standard for an obviousness rejection: 

To establish a prima facie case of obviousness, three basic criteria must be 
met. First, there must be some suggestion or motivation, either in the 
references themselves or in the knowledge generally available to one of 
ordinary skill in the art, to modify the reference or combine reference 
teachings. Second, there must be a reasonable expectation of success. Finally, 
the prior art reference (or references when combined) must teach or suggest all 
the claim limitations. The teaching or suggestion to make the claimed 
combination and the reasonable expectation of success must both be found in 
the prior art, and not based on applicant's disclosure. In re Vaeck, 947 F.2d 
488, 20 USPQ2d 1438 (Fed. Cir. 1991). 

The obviousness rejection of claims 1 and 19-23 under Sietes is improper because the 
reference does not teach or suggest all of the claim limitations and does not provide a 
motivation to produce the claimed invention. 

Sietes does not teach or suggest all of the limitations of claim 12 for substantially the 
same reason as discussed above in the anticipation rejection. 

Sietes also does not provide a motivation to produce the claimed invention. To 
provide a motivation or suggestion to combine, the prior art or the knowledge of a person of 
ordinary skill in the art must "suggest the desirability of the combination" or provide "an 
objective reason to combine the teachings of the references." M.P.E.P. § 2143.01. However, 
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nothing in Sietes provides a motivation to produce a composition that consists essentially of 
the polymer(s) recited in claim 12. Rather, Sietes teaches that the pigment is essential to 
provide the desired properties of its composition. 

Since Sietes does not teach or suggest all of the claim limitations and does not provide 
a motivation to produce the claimed invention, the obviousness rejection is improper and 
should be withdrawn. 

Dependent claims 19-23 are allowable, inter alia, as depending from an allowable 
base claim. 

Anticipation Rejection Based on Lin 

Lin discloses a powder coating that includes polyvinylidene fluoride, a thermoplastic 
polymer latex, and a coagulant. Lin at the Abstract. The coagulant precipitates the 
polyvinylidene fluoride and the thermoplastic polymer latex, forming a homogenous mixture 
that is used as a powder coating. Id. at column 3, lines 11-21. 

Lin does not expressly or inherently describe each and every element of claim 12 
because Lin does not disclose a composition that consists essentially of the polymer(s) recited 
in claim 12. Since the powder coating includes polyvinylidene fluoride, the thermoplastic 
polymer latex, and the coagulant, Sietes does not consist essentially of the polymer(s) recited 
in claim 12. 

Since Lin does not expressly or inherently describe each and every element of claim 
12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 19-23_areallowable, inter alia, as depending from an allowable 
base claim. 

Obviousness Rejection Based on Lin 

The teachings of Lin are as previously described. 

The obviousness rejection of claims 1 and 19-23 under Lin is improper because this 
reference does not teach or suggest all of the claim limitations and does not provide a 
motivation to produce the claimed invention. 

Lin does not teach or suggest all of the limitations of claim 12 for substantially the 
same reason as discussed above in the anticipation rejection. 
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Lin also does not provide a motivation to produce the claimed invention because 
nothing in Lin provides a motivation to produce a composition that consists essentially of the 
polymer(s) recited in claim 12. Rather, in Lin, the coagulant is necessary to precipitate the 
polyvinylidene fluoride and the thermoplastic polymer latex to form the powder coating. 

Since Lin does not teach or suggest all of the claim limitations and does not provide a 
motivation to produce the claimed invention, the obviousness rejection is improper and 
should be withdrawn. 

Dependent claims 19-23 are allowable, inter alia, as depending from an allowable 
base claim. 

Anticipation Rejection or. in the alternative. Obviousness Rejection Based on U.S. Patent No. 
5.738,817 to Danforth et ah 

Claims 15, 16, and 19-22 stand rejected under 35 U.S.C. § 102(b) as being anticipated 
by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 
5,738,817 to Danforth et ah ("Danforth"). Claims 15, 16, and 19-22 are dependent claims 
and, therefore, include all of the elements or limitations of claim 12. Applicants respectfully 
traverse these rejections, as hereinafter set forth. 

Anticipation Rejection Based on Danforth 

Danforth discloses a particulate composition that includes solid particles of ceramic 
materials, elemental metals, metal alloys, or combinations thereof. Danforth at column 2, 
lines 55-57. The particulates are powders, platelets, granules, whiskers, or discontinuous and 
continuous fibers. Id. at column 5, lines 27-29. The particulate composition is used with a 
binder system to form three-dimensional objects. Id. at column 5, lines 24-27. The binder 
system include organic components, such as thermoplastic binders, thermosetting binders, 
water soluble binders, or organic solvent soluble binders, and a tackifier. Id. at column 3, 
lines 1-12. Disclosed examples of the organic component are polyvinyl alcohol, 
polyethylene, or polyvinyl acetate. Id. at column 7, lines 8-14. 

Danforth does not expressly or inherently describe each and every element of claim 12 
because Danforth does not disclose a composition that consists essentially of the polymer(s) 
recited in claim 12. Rather, the particulate composition of Danforth includes solid particles 

13 



Serial No. 10/686,137 

of ceramic materials, elemental metals, metal alloys, or combinations thereof. While the 
binder system of Danforth includes polymeric materials, this binder system is not properly 
construed as a powder system. In addition, since the binder system includes a tackifier, the 
binder system does not consist essentially of the polymer(s) recited in claim 12. 

Since dependent claims 15, 16, and 19-22 include all of the elements of claim 12, 
these dependent claims are allowable, inter alia, as depending from an allowable base claim. 

Obviousness Rejection Based on Danforth 

The teachings of Danforth are as previously described. 

The obviousness rejection of claims 15, 16, and 19-22 under Danforth is improper 
because this reference does not teach or suggest all of the claim limitations and does not 
provide a motivation to produce the claimed invention. 

Danforth does not teach or suggest all of the limitations of claim 12 for substantially 
the same reason as discussed above in the anticipation rejection. As such, dependent claims 
15, 16, and 19-22 are allowable, inter alia, as depending from an allowable base claim. 

Danforth also does not provide a motivation to produce the claimed invention because 
nothing in Danforth provides a motivation to form its particulate composition from polymeric 
materials. Rather, the particulate composition of Danforth includes ceramic materials, 
elemental metals, metal alloys, or combinations thereof. 

Since Danforth does not teach or suggest all of the claim limitations and does not 
provide a motivation to produce the claimed invention, the obviousness rejection is improper 
and should be withdrawn. 

Anticipation Rejection or, in the alternative. Obviousness Rejection Based on U.S. Patent No. 
3.676,172 to Van Dvk et al 

Claims 12, 15, 16, and 18-23 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Patent No. 3,676,172 to Van Dyk et al ("Van Dyk"). Applicants respectfully traverse this 
rejection, as hereinafter set forth. 
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Anticipation Rejection Based on Van Dvk 

Van Dyk discloses a polymeric coating that includes a thermoplastic polymeric 
material and a pigment. Van Dyk at column 7, line 55 through column 8, line 8. 

Van Dyk does not expressly or inherently describe each and every element of claim 12 
because Van Dyk does not disclose a composition that consists essentially of the polymer(s) 
recited in claim 12. Rather, Van Dyk's polymeric coating includes the thermoplastic 
polymeric material and the pigment. 

Since Van Dyk does not expressly or inherently describe each and every element of 
claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15, 16, and 18-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Obviousness Rejection Based on Van Dvk 

The teachings of Van Dyk are as previously described. 

The obviousness rejection of claims 12, 15, 16, and 18-23 under Van Dyk is improper 
because this reference does not teach or suggest all of the claim limitations and does not 
provide a motivation to produce the claimed invention. 

Van Dyk does not teach or suggest all of the limitations of claim 12 for substantially 
the same reason as discussed above in the anticipation rejection. 

Van Dyk also does not provide a motivation to produce the claimed invention because 
nothing in Van Dyk provides a motivation to form its polymeric coating using a thermoplastic 
polymeric material but lacking the pigment. 

Since Van Dyk does not teach or suggest all of the claim limitations and does not 
provide a motivation to produce the claimed invention, the obviousness rejection is improper 
and should be withdrawn. 

Dependent claims 15, 16, and 18-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Anticipation Rejection or, in the alternative. Obviousness Rejection Based on U.S. Patent No. 
6,503,677 to Gutman et al 

Claims 12, 15, and 1 8-23 stand rejected under 35 U.S.C. § 102(a) as being anticipated 
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by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. Patent No. 
6,503,677 to Gutman et al ("Gutman"). Applicants respectfully traverse this rejection, as 
hereinafter set forth. 

Anticipation Rejection Based on Gutman 

Gutman discloses an emulsion aggregation toner that includes toner particles having a 
polymer binder and colorant and a surface additive package. Gutman at the Abstract. The 
emulsion aggregation toner is used with a carrier to produce a developer composition. Id. at 
column 8, lines 53-59. The carrier is a steel or ferrite core coated with a polymer. Id. at 
column 8, line 53 through column 9, line 3. The coating also includes a conductive 
component, such as carbon black. Id. 

Gutman does not expressly or inherently describe each and every element of claim 12 
because Gutman does not disclose a composition that consists essentially of the polymer(s) 
recited in claim 12. Rather, Gutman's carrier includes conductive components, such as 
carbon black. 

Since Gutman does not expressly or inherently describe each and every element of 
claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 1 5 and 1 8-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Obviousness Rejection Based on Gutman 

The teachings of Gutman are as previously described. 

The obviousness rejection of claims 12, 15, and 18-23 under Gutman is improper 
because this reference does not teach or suggest all of the claim limitations and does not 
provide a motivation to produce the claimed invention. 

Gutman does not teach or suggest all of the limitations of claim 12 for substantially 
the same reason as discussed above in the anticipation rejection. 

Gutman also does not provide a motivation to produce the claimed invention because 
nothing in Gutman provides a motivation to form its carrier from a combination of materials 
that lacks the conductive component. 

Since Gutman does not teach or suggest all of the claim limitations and does not 
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provide a motivation to produce the claimed invention, the obviousness rejection is improper 
and should be withdrawn. 

Dependent claims 15 and 18-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Anticipation Rejection on in the alternative. Obviousness Rejection Based on U.S. Patent No. 
6.004,717 to Creatura et al 

Claims 12, 15-17, and 19-23 stand rejected under 35 U.S.C. § 102(b) as being 
anticipated by or, in the alternative, under 35 U.S.C. § 103(a) as being unpatentable over U.S. 
Patent No. 6,004,717 to Creatura et al ("Creatura"). Applicants respectfully traverse this 
rejection, as hereinafter set forth. 

Anticipation Rejection Based on Creatura 

Creatura discloses polymer coated carrier particles. Creatura at column 1, lines 29-44. 
The carrier particles are coated with a first polymer and a second polymer. Id, at column 5, 
lines 50-63. The first and second polymer coatings include pigments, conductive compounds, 
metal halides, metals, or metal oxides. Id. at column 6, lines 46-51. 

Creatura does not expressly or inherently describe each and every element of claim 12 
because Creatura does not disclose a composition that consists essentially of the polymer(s) 
recited in claim 12. Rather, the first and second polymer coatings of Creatura include other 
components, such as pigments, conductive compounds, metal halides, metals, or metal 
oxides. 

Since Creatura does not expressly or inherently describe each and every element of 
claim 12, the anticipation rejection is improper and should be withdrawn. 

Dependent claims 15-17 and 19-23 are allowable, inter alia, as depending from an 
allowable base claim. 

Obviousness Rejection Based on Creatura 

The teachings of Creatura are as previously described. 

The obviousness rejection of claims 15-17 and 19-23 under Creatura is improper 
because this reference does not teach or suggest all of the claim limitations and does not 
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provide a motivation to produce the claimed invention. 

Creatura does not teach or suggest all of the limitations of claim 12 for substantially 
the same reason as discussed above in the anticipation rejection. 

Creatura also does not provide a motivation to produce the claimed invention because 
nothing in Creatura provides a motivation to form first and second polymer coatings that lack 
pigments, conductive compounds, metal halides, metals, or metal oxides. 

Since Creatura does not teach or suggest all of the claim limitations and does not 
provide a motivation to produce the claimed invention, the obviousness rejection is improper 
and should be withdrawn. 

Dependent claims 15-17 and 19-23 are allowable, inter alia, as depending from an 
allowable base claim. 
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ENTRY OF AMENDMENTS 



The amendments to claims 12, 17, 18, 20, and 22 should be entered by the Examiner 
because the amendments are supported by the as-filed specification and drawings and do not 
add new matter to the application. 

Applicants acknowledge the Examiner's indication that claims 12 and 15-23 are 
generic. Applicants note that upon allowance of a generic claim, claims depending therefrom 
in a non-elected species (namely claims 13 and 14) would also be allowable. 



Claims 12-23 are believed to be in condition for allowance, and an early notice thereof 
is respectfully solicited. Should the Examiner determine that additional issues remain which 
might be resolved by a telephone conference, the Examiner is respectfully invited to contact 
Applicants' undersigned attorney. 



CONCLUSION 



Respectfully submitted, 




Edgar R. Cataxinos 
Registration No. 39,931 
Attorney for Applicants 

TraskBritt 

P.O. Box 2550 

Salt Lake City, Utah 84110-2550 
Telephone: 801-532-1922 



Date: May 12, 2006 
ERC/KAH/dlm : es 



Document in ProLaw 
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